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REMARKS 



Claims 1-12 and 14 - 17 are pen^g in the present plication. Reconsideration and 
allowance of the claims is respectftdly reqiiested in view of the following remarks. 

Claim Rejections Under 35 U.S.C. S103fa :i 

Claims 1 - 12 and U - 17 are rejected under 35 U.S.C. 103(a) as being allegedly 
xmpatentJible over U.S. Patent No, .*i,663^80 to Ogoe et al. ("Ogoe"), U,S. Patent No. 
5,041,479 to Ogoe ('H3goe *479") or U.S. Patent No. 5,399,600 to Buysch et aL C^BnysctfO in 
view of ILS. patent No. 4,130,530 io Mark et al. ("Mark**) (Paper 19, page 2), 

Id making the rejection the }^xaminer has stated that: 



It would have been oovious xo one having ordinary skill in the art, 
at the time the invention wais made, to add the cyclic siloxane of 
Maries et al. to the co naposition of the primary references, in ordw 
to depress the melt viscosity without lowering the impact 
strength. 



(Paper 17, page 2). 

Applicants respectfully disagree wiith the Examiner on the grounds that the Examiner 
has not made a prima facie case of obviousness. 

Hie present application is directed iit and claims a method for reducing haze in fire 
resistant polycarbonate compositior^ comprising blending flame retardant salt with a first 
polycaibcinatc to produce a concentrate, peiUetizing the concentrate; and blending the 
pelletized concentrate with a second polycarbonate and a cyclic siloxane to form a fire 
resistant jjolycarbonate conipositior. (Claim 1). 

For an obviousness rejection to be i!«x)per, the Examiner must meet the burden of 
establishing a prima facie case of obviousness, i.e., that all elements of the invention are 
disclosed in the prior art; that the prior ait ?:elied vqpon, coupled with knowledge generally 
available in the art at the time of die invention, contain some suggestion or incentive that 
would have motivated the skilled artisan to modify a reference or combined references; and 
that the pi-oposed modification of the prior art had a reasonable expectation of success, 
determined fi»m the vantage point <if the sldlled artisan at the time the invention was make. 
In re Fine, 5 U.S.P.Q.2d 1596, 1598 (Fed. Cir. 1988); In Re Wilson, 165 U.S.P.Q. 494, 496 
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(C.C.P.A. 1970); Amgen v. Chugai PharmaceuHcab Co,, 911 U.S.P.Q.2d, 1016, 1023 (Fed, 



N lark teaches a plasticized polycarf)onate composition comprisiiig high molecular 
weight ai amatic carbonate polymer and a minor amount of a cyclic siloxane plasticizer (See 
Abstract). Mark teaches that the cyclic sil«>xan6 plasticizers are added to polycarbonates to 
maintain impact strength and imprc-ve meli flow (see Example I)- 

Ogoe *280 teaches a carbonate polymer composition comprising a carbonate polymer, 
a low volatility aromatic phosphate ester cDmpoimd, and optionally an alkaU metal salt 
having a pH of at loast 7 (see Abstract). WTrile Ogoe *280 teach^ the optional use of alkaU 
metal sali5 in conjunction with aroriatic pluosphate ester compounds in polycarbonate resins, 
it does nc»t teach polycarbonate resias com<>rising the flame retardant salts and the cyclic 
siloxane iis presently claimed, 

Ogoe *479 discloses making; a concentrate by pelletizing a carbonate polymer 
comprising one or more additives stslected from the group consisting of a metal salt, a 
halogenaled aromatic compound, a metal salt of an inorganic compound, a free aromatic 
sulfimide, and a fibril forming poly=;etraflu^>roethylene (see Claim 1), Ogoe *479> like Ogoe 
*280 doefi not teach blending a cycL .c siloxane with a concentrate comprising a polycarbonate 
resin and a flame retardant salt, as presentl;y claimed 

Buysch teaches blends of pclycarb<r-nate with triphenylphosphane sulphonates and 
optionally fluorinated polyolefins (see Abstract)* Buysch, like Ogoe '479 and Ogoe *280, 
does not teach a method for ncialdng a flame resistant composition wherein a flame retardant 
salt and cyclic siloxane are blended with a ^jolycarbonate resin as presently claimed. 

Tlie Examiner has asserted that the motivation for adding the cychc siloxane of Mark 
to the polycarbonate compositions is to reduce melt viscosity (Paper 17, page 2). The 
Applicants respectfully disagree and believe that there is no motivation to do so on the 
grounds t1iat there is no difference h\ the mdt viscosity between a flame retardant 
polycarbonate composition containing a flame retardant salt and a cyclic siloxane and a 
similar composition that is devoid of the cychc siloxane. Thus, despite the fact that Marie in 
its Table, shows that there is a redutition hiithe melt viscosity of a polycarbonate resin 
containini? a cyclic siloxane when a viscosity measurement of the composition is made as per 



Cir. 1996). 
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ASTM E>1238-70, Condition 0, there is m evidence of any reduction in the melt viscosity 
when the cyclic siloxane is added to a polycarbonate resin containing a flame retgirdant salt 
(Col 4, lines 35 -39) 

Evidence of this may be seen in U.S. Patent No. 6,353,046 to Rosenquist et al, 
('TRosencuisf which has previously beeii submitted to tiie U.S* Patent Office along with the 
amendmtmt dated October 25, 2001;. Rosenquist teaches compositions comprising a 
perfluouralkane sulfonate and a cyclic silo)<ane (see Abstract). Rosenquist clearly shows that 
there is barely any difference in the melt viscosity of the polycarbonate compositions having 
tile cyclic siloxane when compared with those compositions that do not have the cyclic 
siloxane. For example, an examination of liable 1 A in Rosenquist, shows that the melt flow 
for the compositions of Columns 1 to 3 wberein the polycarbonate compositions contain no 
cyclic sil<5xane are 15.2, 15.8 and 1 5*0 resfffcctively, while tiie meh flow for the 
corresponding compositions in Columns 4to 6 that contain 0.5 parts per hundred (phr) cyclic 
siloxane sire 16*0, 15.7 and 15.1 respectiveiy. For purposes of this discussion, the columns 
are identi Ged from left to right in increasing order starting from 1 . Thus the first column on 
the left will be Column 1, while the colunm to the right of Column 1 will be Column 2. 

TJiese measurements clearly indicate no substantial difference in the melt of 
viscosities of compositions containing the eycUc siloxane fixjm those not containing the 
cyclic sik>xane. For exanq)le, whiU^ the compositions of Column 1 and Column 4 both 
contain tt e same amount of flame pstardan^ salt, the melt flow of the composition of Column 
4 (oontaiiing the cyclic siloxane) is higher ;(Le., the melt viscosity is lower). On the other 
hand, while the compositions of Co [umn 3 ^and Column 6 also both contain the same amount 
of flame retardant salt, the melt flov^ of thef composition of Coliamn 3 (does not contain the 
cyclic sik^xane) is lower (the melt viscositjf is higher). Similarly, while the compositions of 
Column 2 and Column 5 contain th<5 same amount of flame retardant salt, there is virtually no 
difference in the melt flow. This data cleaiily shows that the cyclic siloxane does not change 
the melt viscosity in polycarbonate compositions containing the flame retardant salt. Thus 
the Examjier*s contention of a motivation xo reduce the melt viscosity is moot as is 
supported by actual experimental data, On^ of ordinary skill in the art would not be 
motivated to add the cyclic siloxane solely for purposes of reducing the melt viscosity when, 
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clearly, ttiere is no reductioti in me .t viscosity in a polycarbonate composition containing a 
flame retardant salt. 

Iri addition, it is submitted lhat thoExaminer has given no indication as to why such a 
reduction in the melt viscosity would be ptatinent to fecilitating the development of reduced 
haze and improved flame retardant properties in a polycarbonate composition containing a 
flame retardant salt and a cyclic siluxane. in this regard, Rosenquist provides additional 
evidence that the melt viscosity has no particular effect on the flame retardancy. For 
example, it may be seen in Table L V, that despite the feet that there is no significant 
diiferenc3 between the melt viscosity of the compositions of Columns 1 to 3 and those of 
Columns 4 to 6, the compositions cf Colmions 4 to 6 (which contain the cyclic sUoxane) 
display superior flame retardancy nsults a!j witoessed by the superior p(FTP) values. The 
p(FTP) values in Rosenquist are indicative of the flame retardancy characteristics of a giv«i 
composit ion using the Underwriteni Labor^ories UL94 methodology. The results in the 
UL94 methodology are expressed m tefms^of a probability of a first time pass* 
• mathematically expressed as p(FTP), whica can range from 0 to 1, In order for a composition 
to display- maximum flame retardant perfoMiance in a UL94 test, the probability of a first 
time pass , or p(FTP) should be as close to i as possible (CoL 3, lines 41 - 52), Therefore a 
composition having a value closer t :> 1 is gi^erally better in flame retardancy than a 
compositi on having a value closer tD 0. 

Si milar results as seen in Table 1 A iCi.e., showing the lack of a relationship between 
melt viscosity and flame retardancy) may also be seen Table IC and Table 2A of Rosenquist. 
In Table 2A, the compositions of C olumnii 2 and 3 which do not have the cyclic siloxane, 
have a hij^^er melt flow (which is ir.dicativie of a lower melt viscosity) than the corresponding 
compositions of Colunms 5 and 6 tiiat hav«i the cychc siloxane^ and despite this, the 
compositions of Columns 5 and 6 have superior flame retardant properties. There is no direct 
cortelatioa between meh viscosity and flame retardancy. Therefore, since the addition of 
cyclic silC'Xane to the polycarbonate composition does not necessarfly reduce melt viscosity, 
and since there is no teaching with respect "o the effect of cyclic siloxane on the flame 
retaidanc;/ in Mark, there is no moti vation ^;o add cyclic siloxane to the polycarbonate 
composition containing the flame retardant^ salt. Thus, once agatas the underlying motivation 
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as outlia^xJ by the Examiner is moct. 

In addition, even if the Exajniner were to maintain that Mark provides a motivation to 
add the cyclic siloxane to the polycarbonate compositions containing the flame retaidant salt, 
there is no particular expectation oJ' success in doing so. It is noted that allegedly "obvious to 
try", is not the proper standard for a jSndrng of obviousness* In this regard, the courts have 
held that a finding of "obvious to try" does not provide the proper showing for an 
obviousness determination. The requirem^t for a determination of obviousness is that '"both 
the suggestion and the expectation of succe ss must be founded in the prior art, not in 
Applicant's disclosure" (emphasis iidded).i Jw re Dow Chem,, 837 F.2d 469, 473, 5 
US.P.Q.3d 1529, 1531 (Fed. Cir. 1 988), i^n Examiner, then, cannot base a determination of 
obviousness on what die skilled peison in the art might try or find obvious to try, Rather, the 
proper tesit requires determining what the prior art would have led the skilled person to do. 
Id 

Tliere is clearly no evidence in Mai-k to show that one of ordinary skill in the art 
would h^ve any expectation of success in improving flame retardant properties by adding a 
cyclic sikixane to tiie polycarbonate compcsisition containing the flame retardant salt, fii this 
regard, Rosenquist, once again, details flame retardant properties for polycarbonate 
compositions containing a cyclic siloxane ^vithout any flame retardant salt (see Column 5 and 
6 in Tablo 2B). The samples showed indetOTninable flame retardant properties as indicated 
by the 'ncl' (not determinable) values showm for the UL94 p(FTP) flame retardancy test (see 
Table 2B; see also Col. 4, lines 14 - 16). Additionally, the drip performance for these two 
samples (7 out of 10 and 5 out of 5) is higb, which is undesirable for a flame retardant 
composition. Polycarbonate resin having neither flame retardant salt nor cyclic siloxane as 
shown in Table 2A (Column 1) hav<3 a sirmlar flame retardancy that is also indeterminable as 
indicated by the 'nd* vahies. The diip performance for the polycarbonate resin is also 5 out 
of 5» whic h is undesirable. From th ^se residts, it can be clearly seen that the addition of a 
cyclic siloxane to a polycarbonate r<5sin do^ss not improve the flame retardant properties of the 
polycarbonate resiQ* One of ordinaiy skill m the art would therefore not find any motivation 
to add the cyclic siloxane to improvs the fliune retardancy of polycarbonate compositions 
containinij the flame retardant salts. Additionally, because the cyclic siloxane does not 
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improve the flame retardancy of a polycarbonate resiii, one of ordinary skill in the art would 
not have any expectation of success in majiufacturing a flame retardant composition by 
combining the cyclic siloxaue with a polyt^arbonate composition contaming a flame retardant 
salt Ho>vever, once again, as may be se^ from the results in Rosenquist, tiiis is not the case. 

A comparison of the results of Table lA with those of Table IB in Rosenquist, clearly 
shows thit the addition of potassium perfli^iorobutane sulfonate (KPFBS) salt to a 
polycarbonate hi quantities of 0.05; 0.06, g^nd 0.07 parts per hundred (phr) shows values of 
p(FTP) of less than 0,2, while the alditiomof 0.1 phr of siloxane to the same compositions 
increases the p(FTP) value to abovtj 0.5 tor. a composition containing 0.05 phr of KPFBS, 
while for the compositions containing 0.07 phr of KPFBS, the p(FTP) value is greater than 
0,99. Sircular results can be seen in Table OA. This clearly indicates that a synergy exists 
between ihe flame retardant salt and the cyclic siloxane when added to a polycarbonate resin. 

In summary, since a cyclic siloxane^ by itself does not in any way improve the flame 
retardant properties of a polycarbonate resin, and since there is no red^lction in viscosity of 
the flame retardant polycarbonate composi'tion brought on by the addition of the cyclic 
siloxane at a temperature of 300*C, one of iordinary skill in the art would find no motivation 
to add then cyclic siloxane to a desinsd flanijj retardant composition. However, Applicants 
upon choosing to add a cyclic silox;ine to a polycarbonate composition containing a flame 
retardant salt were surprised at the Tinexpec^tedly superior flame retardant properties achieved 
as a resul : of this combination. These resuits also clearly show a high degree of success 
wheie noiie was to be expected, wh ch, as indicated above, is a condition specified by the 
courts for non-obviousness. 

Tlie present application, in contrast with that of Rosenquist, claims first making a 
concentrate of a polycarbonate with the flame retardant salt, and then adding to the 
concentrate the cyclic siloxane and additioEial polycarbonate tesin. Rosenquist does not teach 
or disclose making concentrates or inasterbatches* In attempting to prove that results 
obtained by combining the concentrate witti a cyclic siloxane and additional polycarbonate 
resin are \mobvious over Ogoe, Ogc e *479 ^or Buysch in view of Mark, the Applicants would 
like to po int the Examiner to Examples 1, 3 and 4 of the present application where the 
properties of a flame retardant composition manufactured using a concentrate (Examples 1 
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and 3) are contrasted with a similaj' comp<;isition where the concentrate approach was not 
utilized (Examples 2 and 4). M Examples used a sample thickness of 3. 2 millimeters. The 
results fcT the average haze are summarizesd in Table 1 below for convenience. 
Table 1 



Example # 


Concentrate Used 


Average Haze (3.2oiin,) 


1 


No 


1.6 


2 


Yes 


0.7 


3 


No 


3.13 


4 


Yes 


0.71 



Tie results clearly indicate -iiat Examples 1 and 3, which do not use a concentrate, 
have a sijjnificantly higher value of haze over Examples 2 and 4, which are made by using a 
concentnLte. Examples 2 and 4 disi)lay a value of haze that is approximately 125% better 
than Exainple 1 and approximately 340% better than Example 3. These results clearly show 
that a sample made by using a concsntrate have superior properties in at least one aspect, i,e„ 
haze* over samples that are manufa*;tured without using a concentrate. In this regard, the 
courts have held that "[w]hen considering tivhefher proffered evidence is commensurate in 
scope with the claimed invention, C*ffice p^onnel should not require the applicant to show 
unexpcct<5d results over the entire rimge of fproperties possessed by a chemical compound or 
composition". See, e.g., In re Chufp, 816 iF.2d 643, 646, 2 USPQ2d 1437, 1439 (Fed. Chr. 
1987). '*Iividence that the compouiid or composition possesses superior and unexpected 
properties; in one of a spectrum of C'>mmon^ properties can be sufficient to rebut a prima facie 
case of obviousness". Id. 

Ailditionally, it is also submitted th^t the results of superior haze demonstrated by the 
claimed invention are also clearly uiexpeci^ed, Neither Ogoe, Ogoe *479*', Buysch nor Mark 
teach or suggest that polycarbonate 3ompof!;ition$ containing a flame retardant salt and a 
cyclic siloxane would be expected to have superior haze as has been demonstrated above. In 
this regard the courts have stated "[a] greatbr than expected result is an evidentiary factor 
pertinent to the legal conclusion of obviou^ess . . . of the claims at issu^." In re Corkhillf 
71 1 F.2d 1496, 226 USPQ 1005 (Fed. Cir. ;i985). Since, as prescribed by the courts, there 
cannot be a legal conclusion of obviousness. Applicants respectfully request a withdrawal of 
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the rejection over Ogoe, Ogoe %79 or Bujsch in view of Mark. 

Iti conclusion, as shown abc-ve, there is no motivation to add the cyclic siloxane to 
reduce vi scosity, since fix)m the data presetited in Rosenquist, it is clear that there is no 
reduction in viscosity achieved by the addiition of cyclic siloxane to polycarbonate 
composit ions containing a flame re;ardant salt. Additionally, there is no motivation and no 
expectati'Dn of success in combininig a cyclic siloxane with a polycarbonate composition 
containing a flame retardant salt sir ce the cyclic siloxane by itself does not in any way 
enhance the flame retardant propert ies of a polycarbonate resin. However, when a cyclic 
siloxane ;.s added to a polycaibonat; resin eontaimng the flame retardant salt, the flame 
retardant properties of the composiiion are? significantly euhanced over compositions that do 
not contain the cyclic siloxane. Ad MonaJly, when the flame retardant salt is added in the 
form of a concentrate, the haze is significaitly superior when compared with a similar 
composition where a concentrate was not tised. In view of these results. Applicants 
respectfully request a withdrawal oj'thc rejection over Ogoe, Ogoe '479* or Buysch in view 
ofMark. 
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It is believed that the foregcing rmarks fully comply with the Office Action and that 
the claims herein should now be allowabk to Applicants. Accordingly, reconsideration and 
allowance is requested. 

If there are any additional cJiarges with respect to thi$ response or otherwise, please 
charge them to Deposit Account N().07-0852 maintained by Assignee. 



Respectfully submitted, 



Cantor Coll 




By 



DaviaiBrRodifgiier 
Registration No, 5O36O4 



Date: 

Customs No.: 
Telephone: 



June % 2003 
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(860)286-2929 
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